
United -States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 

WWW.lL8pLO.KOV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/592,685 



06/12/2000 



Jeffrey Bonadio 



4100.000582 



4457 



23720 7590 03/14/2003 

WILLIAMS, MORGAN & AMERSON, P.C. 
10333 RICHMOND, SUITE 1 100 
HOUSTON, TX 77042 



EXAMINER 



ROMEO, DAVID S 



ART UNIT 



PAPER NUMBER 



1647 

DATE MAILED: 03/14/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/592,685 



Examiner 

David S Romeo 



Applicant(s) 

BONADIO ET AL 



Art Unit 

1647 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)H Responsive to communication(s) filed on 18 December 2002 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3) 13 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) M Claim(s) 40.43-46.52-64,69.70.72.74-76 and 78-81 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) EI Claim(s) 40.43-46.52-64.69.70.72.74-76 and 78-81 is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 03 September 2002 is/are: a)[2 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)d All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)), 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) EH Notice of References Cited (PTO-892) 4) CH Interview Summary (PTO-413) Paper No(s). . 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) S3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 12. 6) □ Other: 
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Part of Paper No. 15 



Application/Control Number: 09/592,685 p age 
Art Unit: 1647 

DETAILED ACTION 
Conclusion 

Claims 40, 43-46, 52-64, 69, 70, 72, 74-76, 78-81 are allowable. The claims are 
allowable because Saharinen (ulO) teaches that "The data indicate that an 8-Cys repeat of LTBP 
is capable of covalent and specific protein-protein interactions. These interactions are mediated 
by exchanging cysteine disulfide bonds between the core 8-Cys repeat and an optionally 
associated protein during the secretion. This is, to our knowledge, the first demonstration of an 
extracellular protein module that is able to exchange cysteine disulfide bonds with heterologous 
ligand proteins" (Abstract). Latent TGF-p could be construed to be "an optionally associated 
protein during the secretion", indicating that LTBP is capable of covalent and specific protein- 
protein interactions mediated by exchanging cysteine disulfide bonds between the core 8-Cys 
repeat and latent TGF-p. 

This application is in condition for allowance except for the following formal matters: 
Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S.C. 120 as set forth in the last Office action at page 4, lines 1-12. 
Applicant argues that the present application is entitled to the benefit of the filing date of prior 
Application No. 08479722, that the examiner has not provided any reasoning to support his 
position, that there is a prima facie case for priority. Applicant's arguments have been fully 
considered but they are not persuasive. Claim 40, as set forth in Exhibit C of the preliminary 
amendment (Paper No. 6) filed June 12, 2000, does support the binding of TGF-P with LTBP-3 
in a sample and identifying the TGF-P so bound. However, the preliminary amendment (Paper 
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No. 6) adds and claims additional disclosure not presented in prior Application No. 08479722, 
such that prior Application No. 08479722 does not support the presently claimed methods of 
binding TGF-p in an animal and the modulating or targeting thereby. Since this application 
names an inventor or inventors named in the prior application, it may constitute a continuation- 
in-part of the prior application. Should applicant desire to obtain the benefit of the filing date of 

the prior application, attention is directed to 35 U.S.C. 120 and 37 CFR 1.78. It is suggested that 

Applicant obtain the benefit of the filing date of prior Application No. 08479722 by claiming the 

present application as a continuation-in-part of the prior application. 

Prosecution on the merits is closed in accordance with the practice under Ex parte 

Quayle, 1935 CD. 11, 453 O.G. 213. 

A shortened statutory period for reply to this action is set to expire TWO MONTHS 

from the mailing date of this letter. 





David Romeo 
Primary Examiner 
Art Unit 1647 
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March 13, 2003 



